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1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

2. Claims 1, 3-8, 10-16 and 19 are rejected under 35 
U.S.C. 102(b) as being anticipated by Japanese Pub. No. 11- 
105039 (previously made of record; U JP x 039") . Note the 
translation of this reference which has also previously been 
made of record. 

JP x 03 9 discloses an injection mold. The mold comprises a 
mold insert (13 or 15) , which can be made of beryllium- copper 
(see abstract) . The insert includes an electroless nickel layer 
(2 0) formed on the insert, and a chromium nitride layer (21) 
formed on the electroless nickel layer (see abstract) . The 
insert is used in conjunction with a second insert, and first 
and second mold portions to form the injection mold (see Fig. 
1) . 

JP '039 further discloses the electroless nickel layer 
should have a thickness of 5-10 microns or 500-2000 microns, and 
the surface layer of chromium nitride have a thickness of 3-5 
microns (translation %^ 18, 19 and 21) . 
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Claim 15 of the instant application recites that the "mold 
insert is insertable into a mold used to form a magnetic member 
from mold material . " Written as such, this claim is merely 
reciting a use of the defined mold insert. It is well settled 
that the intended use of an apparatus is not germane to the 
issue of patentability of the apparatus. In re Casey , 370 F.2d 
576, 580 152 USPQ 235, 238 (CCPA 1967); In re Otto , 312 F.2d 
937, 939, 136 USPQ 458, 459 (CCPA 1963); MPEP § 2115. In the 
instant case, JP '039 discloses an apparatus with all of the 
structural features defined in claim 15 and there is nothing in 
the reference suggests the apparatus could not be used in a 
manner defined in claim 15. Thus, the apparatus of JP '03 9 
anticipates the use limitations of the claim. 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4 . The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

5. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

6. Claim 17 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP '039. 

JP x 039 discloses the mold insert as described above. In 
the embodiment described as anticipating the claims, the 
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reference does not disclose the coated mold insert to be 
removable within a mold body. However, within another 
embodiment shown in Fig. 3 and described at paragraph 28 of the 
translation, the insert (23) is provided with screw holes (24) 
for attachment to the rest of the mold structure. As such, the 
reference suggests making inserts in a removable manner in 
combination with a mold structure. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of 
Applicant's to have modified the insert shown in the embodiment 
shown in Figs. 1 and 2 of JP * 039 as such to have made the 
insert to comprise screw holes because the reference further 
discloses the inventive inserts may be so connected to the mold 
structure and thus, removably connected to the mold. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP x 03 9 in view of Atake (U.S. Pat. No. 
5,945,059; previously of record). 

JP '039 discloses the apparatus as described above. JP 
'039 does not disclose support portions for the first and second 
mold portions. Support portions for mold portions, however, are 
well known in the art. Atake, for example, discloses an 
injection mold that is provided with first and second mold 
portions, as well as first and second support portions (11 and 
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44) which act as platens to provide support and pressure to the 
mold during the molding operation (see for example, Fig. 1 and 
cl. 6, 11. 40-45). Thus, it would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention 
to have modified the mold of JP x 039 to further include mold 
support portions because such portions are known in the art to, 
among other things, apply pressure to the molding portions 
during the molding operation as suggested by Atake. 

8. Applicant's arguments filed 31 March 2006 have been fully 
considered but they are not persuasive. 

Applicant had amended claim 1 to recite that the claimed 
mold insert is removable, and argues that this distinguishes the 
claims from the prior art of JP '039. 

Claim 1 of the instant application defines only the mold 
insert itself, as opposed to a mold in combination with an 
insert (as is the case with claim 17) . Therefore, to recite 
that the claimed insert is "removable" within the context of 
claim 1 relates only to the potential use of the claimed mold. 
While JP x 073 is silent as to the inserts (13 and 15) being 
removable after installation within the disclosed mold, nothing 
in the reference indicates the inserts themselves could not be 
used in a removable manner in a different molding apparatus. As 
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such, claim 1 defining a removable insert is anticipated by JP 
"039. Further, it appears that the reference suggests the 
making of removable inserts with a molding apparatus as 
described above in conjunction with claim 17. 

9. Claim 9 is objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any- 
intervening claims. 

10. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta, can 
be reached at (571) 272-1316. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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